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available to others; and (4) the extent to which the owner has maintained
their confidentiality. '2'0 However, after several series of amendments
FIFRA was again amended in 1978 to eliminate the prohibition against EPA
considering data classified as trade secrets.20  Data submitted after
September 30, 1978 was given a ten-year period of exclusive use, in which
the EPA could not consider that data in conjunction with a "me too"
applicant.2 1

'  Following the ten years of exclusivity, there is a five-year
window in which the originator is compensated for use of the data.2 2 Data
submitted after December 31, 1969 (but prior to September 20, 1978) was
given a fifteen-year window in which it could be used without permission,
but only if there was reasonable compensation."3 As it currently stands, the
FIFRA regime provides new registrants with a ten-year window of
exclusivity, after which they have no protection for data which might be
considered trade secrets and which could still provide a competitive
advantage.

The FDA also oversees regimes in which there is no effective
compensation for disclosure. For example, food additives2 ' and color
additives,"' are subject to public regulations, rather than private licenses, and
"thus permit any person to engage in their manufacture."2 6 In these areas of
public regulation under which any firm can market its own product the FDA
reasoned that scientific data provided by applicants provided no competitive
advantage and could be disclosed to the public immediately upon
promulgation of the regulation.27 Because the FDA essentially promulgates
definitions of food and color additives when it approves or
"lists" them, those firms that pioneer new additives are unable to sustain any
competitive advantage. Their new additive must be made public in order for
it to even be marketed. 8

209. Id. at 1031 (citing RESTATEMENT OF TORTS § 757 (trade secrets)).
210. Federal Insecticide, Fungicide, and Rodenticide Act, Pub. L. 95-396, 92 Stat. 820 (Sept. 30,

1978); see also Chevron Chemical 11, 499 F. Supp. at 735.
211. 7 U.S.C. § 136a(c)(1)(D)(i) (2000).
212. Id.
213. Id. § 136a(c)(l)(D)(ii). The FIFRA regime was challenged as a taking of property without

just compensation, and as a taking for private use rather than for public use, both in violation of the
Fifth Amendment. See Ruckelshaus v. Monsanto Co., 467 U.S. 986 (1984). The challenge was
partially successful for a limited set of claims, but left the FIFRA framework in place. Id. Takings
claims as a means of protecting intellectual property rights and the Ruckelshaus case will be
discussed in Part IV, infra.

214. 21 U.S.C. § 348 (2000).
215. 21 U.S.C. § 376 (2000).
216. Hutt, Public Information, supra note 162, at 1300.
217. HUrT & MERRILL, supra note 129, at 1301.
218. Until 1997 antibiotics were treated the same way. 21 U.S.C. § 357 (1994), repealed by The
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C. Unilateral Disclosure

In addition to products subject to public regulations, the FDA makes
vast quantities of privately generated data available pursuant to the Freedom
of Information Act ("FOIA").2 9 As former FDA Chief Counsel Peter Hutt
observed in proposing FDA's public information regulations in 1972:

The Food and Drug Administration is the largest repository of
private scientific research in the world. [It] receive[s] mountains of
important data and information on the safety, effectiveness, and
functionality of foods and drugs, and undoubtedly will soon be
receiving the same type of information for devices and cosmetics,
that is available nowhere else. Since 1938, virtually none of it has
been divulged. It is now proposed, however, that most of it will
become available for public disclosure upon request.22

The FDA's original public inforrhation regulations were implemented in
1972, and have been subsequently amended."2 What made the FDA's
decision controversial was concern that there were inadequate safeguards to
protect the confidentiality of information that genuinely could be regarded as
trade secrets, such that disclosure would harm the competitive advantage of
the data provider. One difficulty is, of course, defining "trade secret.""22

FDA's definition of "trade secrets and commercial or financial information"
relies on the Restatement (Second) of Torts.22 The D.C. Circuit defined
trade secret as "a secret, commercially valuable plan, formula, process, or
device that is used for the making, preparing, compounding, or processing of

Food and Drug Administration Modernization Act of 1997, § 125 (1997). Under section 125 of the
Modernization Act, antibiotics are now subject to the New Drug Application requirements of 21
U.S.C. § 355, that apply generally to new drugs. id.

219. 5 U.S.C. § 552 (2000).
220. Hutt, Public Information, supra note 162, at 1300. As adopted, the policy of the FDA is to

"make the fullest possible disclosure of records to the public, consistent with the rights of individuals
to privacy, the property rights of persons in trade secrets and confidential commercial or financial
information, and the need for the agency to promote frank internal policy deliberations and to pursue
its regulatory activities without disruption." 21 C.F.R. § 20.20(a) (2000).

221. 37 Fed. Reg. 9128 (May 5, 1972) (codified as amended in 21 C.F.R. pt. 20).
222. See, e.g., Zotos Int'l, Inc. v. Young, 830 F.2d 350 (D.C. Cir 1987); Zotos Int'l, Inc. v.

Kennedy, 460 F. Supp. 268 (D.D.C. 1978).
223. 21 C.F.R. § 20.61 (2000) stating:

(a) A trade secret may consist of any formula, pattern, device, or compilation of
information which is used in one's business and which gives him an opportunity to obtain
an advantage over competitors who do not know or use it.
(b) Commercial or financial information that is privileged or confidential means valuable
data or information which is used in one's business and is of a type customarily held in
strict confidence and regarded as privileged and not disclosed to any member of the
public by the person to whom it belongs.)

Id. Data and information submitted or divulged to the FDA "which fall within the definitions of a
trade secret or confidential or financial information are not available for public disclosure." Id. §
20.61 (c).
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trade commodities and that can be said to be the end product of either
innovation or substantial effort. 224

FDA's broad approach to data disclosure, set out in 21 C.F.R. Part 20,
raises concerns that even trade secrets may be disclosed within the
"mountains" of non-confidential data. Unlike other agencies that reluctantly
acknowledged some FOIA access rights to submitted data, FDA designed
and imposed a system "in which access is the norm and confidential status
the exception.""22 This presumption of access makes it even more likely that
trade secrets may fall into the hands of competitors, despite FDA's
commitment to protect trade secrets and other confidential information from
public disclosure.226 As one commentator observed, the "role of FDA's
career officials in handling FOIA matters unfortunately has involved a
history of antagonism toward the views of commercial submitters of
confidential data. Because so much of the data submitted to the NDA
review process is valuable, industry has pressed repeatedly for better
protection and better systems for accounting for confidential research
data ... "227 The FDA position has historically (since the 1970's) been one
of viewing disclosure as the "preferred outcome of disputes about
information on new drugs." '228 Although FDA provides for exemptions from
disclosure for trade secrets and other confidential information, FDA has
made the "policy choice" to stop companies from claiming trade secret
status for case reports and data summaries, and has obtained legal victories
supporting this pro-disclosure stance.22'

In some instances, the only recourse available to a data owner is to sue
the FDA to prevent disclosure. To prevail, the challenger must show that
FDA acted arbitrarily in its decision to disclose the data, a high standard to
meet.' However, first the data owner must be aware of intended disclosure.
Prior to 1989 there was no requirement that data owners be informed of all
releases. Nonetheless, where data had been marked confidential, but the
FDA determined "the confidentiality of data or information is uncertain," the

224. Pub. Citizen Health Research Group v. FDA, 704 F.2d 1280, 1288 (D.C. Cir. 1983).
225. James T. O'Reilly, Implications of International Drug Approval Systems on Confidentiality

of Business Secrets in the U.S. Pharmaceutical Industry, 53 FOOD & DRUG LJ. 123, 128 (1998).
226. Id.
227. Id.
228. Id. at 129; see also Gary Yingling, Veterinary Drugs: The Impact of the Laws of

Confidentiality on International Communications, 38 FOOD DRUG COSM. L.J. 35 (1983).
229. See Pub. Citizen Health, 704 F.2d at 1281; Anderson v. Dep't of Health and Human Servs.,

907 F.2d 936 (10th Cir. 1990). The exemptions are laid out in 21 C.F.R. Part 20.D. A person may
designate part or all of the information in in submitted records as exempt. See 21 C.F.R. § 20.61(d)
(2001).

230. See Chrysler Corp. v. Brown, 441 U.S. 281 (1979). Those objecting to disclosure are
permitted to bring suit pursuant as explained in 21 C.F.R. § 20.46 (2001).
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FDA would "consult with the person who has submitted or divulged the
data." 3' In those circumstances where the FDA rejects the request for
confidentiality the data owner is given five days to institute suit in federal
district court-and if she does file suit, "the [FDA] will not disclose the
records involved until the matter and all related appeals have been
concluded." '232 Moreover, where the data submitter has marked information
as confidential and the FDA receives a request for that data, the agency "will
make reasonable efforts to notify the submitter," who has five working days
from receipt of notice to object to disclosure.3 If the requesting party then
sues for disclosure under the FOIA, the FDA will notify the data submitter,
who may intervene.

The Pharmaceutical Manufacturers Association sought to require the
FDA to "provide notice to an affected drug company of any proposed
release of information" pursuant to FOIA "in order to provide an
opportunity for the affected company to consult with the FDA concerning
the propriety of the release of said information, and to provide an
opportunity for judicial review of the FDA's decision." '234 However, the D.C.
federal district court rejected the argument that the "FDA must notify the
drug companies of the proposed release of any and all information which
they submitted or which concerns them before it is actually released." '235 Pre-
disclosure notification was only finally required after the first President
Bush signed an executive order that ordered federal agencies to inform
companies of the agency's intent to disclose prior to actual disclosure.236 One
critic of the FDA's disclosure policies urges giving even "more notice to
industrial submitters"2" and suggests that the FDA take a more receptive
approach to requests for confidential handling and prior notification before
release of information. 38 In the meantime, protection of trade secrets in data
reported to the FDA largely remains at the discretion of the agency, though
within the parameters its has set out in 21 C.F.R. Part 20.

231. 21 C.F.R. § 20.45 (2001).
232. Id. § 20.46.
233. Id. § 20.61.
234. Pharms. Mfr. Ass'n v. Weinberger, 401 F. Supp. 444, 445 (D.D.C. 1975) (emphasis added).
235. Id. at 447 (emphasis added). The court reasoned: "If there is no right to nondisclosure under

the F.O.I.A., the Court does not perceive how there could be a right, under the F.O.I.A., to notice
before a decision regarding nondisclosure is made." Id. at 448.

236. Exec. Order No. 12,600, 52 Fed. Reg. 23,781 (Feb. 25, 1989).
237. See O'Reilly, supra note 225, at 131.
238. See id. FDA has expressed "antipathy" to presubmission requests for confidential handling.

See id.; 21 C.F.R. § 20.44 (2000) ("No [presubmission] request.., shall be accepted if the status of
the records involved is already determined by § 20.111 or by any other regulation [in part 20]"); id. §
20.111 (allowing for public disclosure of certain data and information submitted voluntarily to the
FDA); Carson Prods., Co. v. Califano, 594 F.2d 453 (5th Cir. 1979).
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D. IP Regulated Away

The FDA's administrative actions with respect to intellectual property
have not been limited to appropriation and dissemination. The FDA has the
authority to regulate many intellectual assets effectively out of use.
Certainly there is nothing novel about a regulatory agency imposing limits
on one's intellectual asset. The patent grant, for example, does not give the
right to make or use one's invention, but merely to exclude others from using
it.23 The Federal Food, Drug, and Cosmetic Act requires that new drugs,
patented or otherwise, be approved for use by the FDA prior to "introduction
into interstate commerce." 40 Thus, to suggest that the FDA can effectively
prevent manufacturers from using or profiting from their intellectual
property is wholly unremarkable. What is remarkable is the breadth of IP
over which the FDA at least purports to exercise regulatory authority.

In conjunction with its authority to regulate labeling claims,"' the FDA
purports to be empowered to regulate or prohibit the "use of specific terms
that now appear in product names, trademarks, trade names, symbols, and
company logos.. ,,"" In the case of dietary supplements. 3 the FDA
position, based on 21 U.S.C. § 343®(6), is that if manufacturers "wish to
continue using trademarks and trade names that imply a disease claim, they
may do so, provided that they first meet the safety and efficacy standards
and other regulatory requirements applicable to drugs or, in appropriate
cases, provided that they obtain authorization to make a health claim." '4

However, it is worth noting that the FDA emphasized that this regulation

239. See CHISUM, ET. AL., PRINCIPLES OF PATENT LAW 2-5 (1998).
240. 21 U.S.C. § 355 (2000).
241. Id. §§ 343 ("Misbranded food"), 352 ("Misbranded drugs and devices"), 362 ("Misbranded

cosmetics").
242. Dietary Supplements Regulations, supra note 163, at 1041.
243. The battles over regulation of dietary supplements were ultimately taken to Capitol Hill

where the FDA suffered an embarrassing defeat. Congress enacted the Dietary Supplement Health
and Education Act of 1994 ("DSHEA"), which "created a new regime for the regulation of dietary
supplements." Id. These products had previously been regulated either as foods or as drugs - those
for which a health related claim was made were regulated as drugs. The DSHEA effectively carved
dietary supplements out from drugs and left them only subject to FDA's general oversight of foods.
See 21 U.S.C. §§ 321(g)(1), 343(r)(6), 343-2 (2000). A dietary supplement manufacturer who
wished to make a statement permitted under § 343(r)(6) need not obtain prior review of the
statement. The statement need only be truthful and not misleading, and must include a disclaimer:
"This statement has not been evaluated by the Food and Drug Administration. This product is not
intended to diagnose, treat, cure, or prevent any disease." Dietary Supplements Regulations, supra
note 163, at 1001-02. However, if the dietary supplement manufacturer includes a claim that is
related to disease (i.e., a claim to diagnose, cure, mitigate, treat, or prevent disease), then the
supplement requires prior approval as a drug or prior authorization for a health claim.

244. Dietary Supplements Regulations, supra note 163, at 1042.



would not disadvantage some manufacturers over others.245 "[R]ather, all
manufacturers will be precluded from using trademarks and trade names that
contain an implied disease claim unless they have obtained new drug
approval or health claim authorization. Thus, manufacturers will not suffer
any competitive injury."2 '6 Nonetheless, FDA can have a say in restricting
the name of one's product-no matter the investment and marketing that
may have previously gone into that name or the good will that may be
associated with it.

FDA's willingness to restrict the use of trademarked names is not
newfound. In 1945, federal prosecutors seized several dozen bottles of the
product "666," manufactured by the Monticello Drug Company on the
ground that it was misbranded. 47 The product was misbranded because its
"name, appearance, cartons, etc., created in the minds of purchasers the
impression that the article was the product which had formerly sold as a
treatment for malaria and had contained quinine, whereas the article no
longer contained quinine." 8 The jury was charged to consider whether an
average member of the buying public would be misled by the product's
packaging, color, and name, into believing that the new product had the
attributes of the old.2 49 Thus, if the average consumer would believe the
product still contained quinine and thus had the properties of the old
product, it would be misbranded as a drug. The jury returned a verdict for
the government, and judgment was entered condemning the product.250

What is interesting to note about the "666" case is what was not at
stake. The judge was quick to instruct the jury that the "666" trademark was
not itself being attacked. "[C]ertainly the old product of 666, when [World
War II] is over and the ingredients can be obtained for that product, can be
manufactured and again put on the market for people with malaria ...""'
The restriction on the trademark was merely its use on a different product,
rather than an outright prohibition of the mark. In the "666" case, just as in
the dietary supplements disease claim regulations, the prohibition did not
deny the owner all economically viable use of the mark or name. Moreover,
these kinds of restrictions "will not allow one manufacturer to use another's
trademark or trade name,2 52 nor is the government taking the "trademark or
trade name for its own use. 2 53

These kinds of restrictions on the use of intellectual property will, as the
FDA concluded with respect to the dietary supplement regulations, rarely (if

245. See id.
246. Id.
247. See U.S. v. 702 Dozen Bottles "666," supra note 163, at 89,
248. Id.
249. Id.
250. See id. at 93.
251. Id. at 91.
252. Dietary Supplements Regulations, supra note 163, at 1042.
253. Id.
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ever) rise to the level of a constitutional "taking" under the Fifth
Amendment2  Nonetheless, other FDA regulations, particularly those that
do allow one manufacturer to use another's intellectual assets may present
legitimate claims of a taking. That is the topic explored in Part IV. Before
considering when appropriations of intellectual property, such as in
SmithKline, may be constitutional takings, it is important to explore in Part
III the recent cases that allow states to appropriate and infringe intellectual
property rights and restrict Congress' ability to protect IP rights. Then in
Part IV we may consider whether a takings theory of infringement would
also apply to the states.

III. INTELLECTUAL PROPERTY AT THE MERCY OF THE SOVEREIGN STATES

If SmithKline represents a judicial. willingness to sacrifice intellectual
property rights on the altar of administrative deference, then it should be
viewed alongside recent cases in which the courts have commanded
deference to states' rights. These cases, Florida Prepaid,255 Chavez v. Arte
Publico Press,56 and College Savings,57 curtailed federal intellectual
property protection against the states on the ground that the protections were
beyond the scope of Congress' constitutional powers. Similarly, the Sonny
Bono Copyright Term Extension Act of 1998,5"' which extended copyright
protection for existing and future copyrights by an additional twenty years,
survived a recent scare2 9 in which one judge on a three-judge panel of the
United States Court of Appeals for the D.C. Circuit argued that the extension
was beyond the scope of Congress' power under the Patent and Copyright
Clause of the Constitution." The purpose of this Part is not to address the
merits of the doctrinal underpinnings of these decisions. For example, the
sovereign immunity jurisprudence of the current five-to-four majority on the
Supreme Court may well be correct, and if so, then it would be anomalous
for it not to apply to federal intellectual property protections as much as any

254. See id. at 1041-43.
255. Fla. Prepaid Postsecondary Educ. Expense Bd. v. College Sav. Bank, 527 U.S. 627 (1999).
256. 204 F.3d 601 (5th Cir. 2000).
257. College Sav. Bank v. Fla. Prepaid Postsecondary Educ. Expense Bd., 527 U.S. 666 (1999).
258. Pub L. No. 105-298, 112 Stat. 2827 (1998); 17 U.S.C. §§ 302, 304 (2000).
259. Eldred v. Reno, 239 F.3d 372 (D.C. Cir. 2001), reh'g denied, 255 F.3d 849 (D.C. Cir. 2001),

cert granted No. 01-618, 70 U.S.L.W. 3292 (Feb, 25, 2002).
260. U.S. CONST. art. I, § 8, cl. 8; see Eldred, 239 F.3d at 380 (Sentelle, J., dissenting in part).

Judge Sentelle, joined by Judge Tatel, also dissented from the denial of rehearing en banc. See
Eldred v. Ashcroft, 255 F.3d 849, 852 (D.C. Cir. 2001) (Sentelle, J., dissenting from denial of
rehearing en banc). The fate of the Act is still an open question as the Supreme Court granted
certiorari. See Eldred v. Ashcroft, No. 01-618, 70 U.S.L.W. 3292 (Feb. 25, 2002).



other congressional enactment.26' Nonetheless, that does not make the real-
world reduction of IP protection any less significant. Therefore, this Part
will address these recent decisions and the scope of their effect on IP rights
as applied against the states. Part IV will explore a takings theory of
infringement, which could enhance or ensure intellectual property protection
against both the federal and state governments.

A. The Effect of Sovereign Immunity on Intellectual Property

In some ways, IP rights may be the victims of "friendly fire" in the
current doctrinal conflict over the proper scope of state sovereign immunity
raging in the United States Supreme Court. 62 The majority, which struck
down the Patent and Plant Variety Protection Remedy Clarification Act263

(amending the patent laws to expressly abrogate the states' sovereign
immunity), consists of the same justices who have led the charge to restore
(or enhance, depending on your point of view) private property rights under
the federal Constitution." The Act provided that:

Any State, any instrumentality of a State, and any officer or
employee of a State or instrumentality of a State acting in his
official capacity, shall not be immune, under the eleventh
amendment of the Constitution of the United States or under any
other doctrine of sovereign immunity, from suit in Federal court by
any person.., for infringement of a patent under section 27 1, or for
any other violation under this title.

Congress justified the Act under three sources of constitutional authority:
The Patent and Copyright Clause,266 the Commerce Clause2 and Section

261. One commentator suggests that applying sovereign immunity in intellectual property cases
may not produce "odd" or "unjust" results at all. See Eugene Volokh, Sovereign Immunity and
Intellectual Property, 73 SO. CAL. L. REV. 1161, 1166 (2000).

262. Every sovereign immunity decision, Seminole Tribe of Florida v. Florida, 517 U.S. 44
(1996), Florida Prepaid Postsecondary Education Expense Bd. v. College Savings Bank, 527 U.S.
627 (1999), Alden v. Maine, 527 U.S. 706 (1999), and Kimel v. Florida Bd. of Regents, 528 U.S. 62
(2000), has been decided by a five-to-four vote, with Chief Justice Rehnquist and Justices O'Connor,
Scalia, Kennedy, and Thomas, comprising the majority and Justices Stevens, Souter, Ginsburg, and
Breyer in dissent.

263. 35 U.S.C. §§ 271(h), 296(a) (2000).
264. See, e.g., Nollan v. California Coastal Comm'n, 483 U.S. 825 (1987); Lucas v. South

Carolina Coastal Council, 505 U.S. 1003 (1992); Dolan v. City of Tigard, 512 U.S. 374 (1994).
With the exception of Nollan, which pre-dates Justice Thomas's tenure on the court, Chief Justice
Rehnquist and Justices O'Connor, Scalia, Kennedy, and Thomas have consistently been in the
majority in these and other "property rights" cases. In Part IV.D, I will examine how Florida
Prepaid brought two of the major jurisprudential "projects" of the Rehnquist Court into conflict:
states' rights and property rights.

265. 35 U.S.C. § 296(a) (2000).
266. U.S. CONST. art. I, § 8, cf. 8.
267. ld. at cl. 3.
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Five of the Fourteenth Amendment.2 8 However, the Florida Prepaid Court
held that, as Seminole Tribe269 "makes clear," Congress "may not abrogate
state sovereign immunity pursuant to its Article I powers." 7' Therefore the
Patent Remedy Act could not be sustained either under the Commerce
Clause or the Patent and Copyright Clause. The only remaining ground for
sustaining the act was Congress' remedial powers under Section Five of the
Fourteenth Amendment, which have been held to explicitly abrogate state
sovereign immunity. 7'

Before examining the justifications offered and rejected for abrogation
pursuant to the Fourteenth Amendment, it is worth pausing to allow the
Court's pronouncement on the Patent and Copyright Clause to sink in.
Under the Court's reasoning, Congress has no affirmative power to protect
patents and copyrights from state infringement, only a remedial power,
which did not even exist until the passage of the Civil War Amendments.
This is despite the fact that the "Constitution vests Congress with plenary
authority over patents and copyrights" and that "[n]early 200 years ago,
Congress provided for exclusive jurisdiction of patent infringement litigation
in the federal courts." '  This heretofore unrecognized (or unlitigated)
limitation on patent rights is breathtaking to consider. James Madison
defended the Patent and Copyright Clause stating: "The utility of this power
will scarcely be questioned .... The States cannot separately make effectual
provision for either [patents or copyrights], and most of them have
anticipated the decision of this point, by laws passed at the instance of
Congress. 273 Similarly, no less of a constitutional authority than Justice
Story said of the Patent and Copyright clause: "It is beneficial to all parties,
that the national government should possess this power ... because,
otherwise, [authors and inventors] would be subjected to the varying laws
and systems of the different states on this subject, which would impair, and
might even destroy the value of their rights."74 Thus, there is historic
recognition of the need for a national, uniform patent and copyright system.

Given this history, it is somewhat remarkable to discover, at the turn of
the Millennium, that the states themselves were originally exempted from
this system. Whether a principled distinction could be drawn between

268. Id. at amend. XIV, § 5.
269. Seminole Tribe of Fla. v. Florida, 517 U.S. 44 (1996).
270. Fla. Prepaid Postsecondary Educ. Expense Bd. v. Coll. Sav. Bank, 527 U.S. 627, 636 (1999).
271. Fitzpatrick v. Bitzer, 427 U.S. 445,456 (1976).
272. Fla. Prepaid, 527 U.S. at 648 (Stevens, J., dissenting).
273. THE FEDERALIST NO. 43, at 267 (James Madison) (H. Lodge ed., 1908).
274. JOSEPH STORY, COMMENTARIES ON THE CONSTITUTION OF THE UNITED STATES 402, § 502

(Rotunda & Nowak eds., 1987).
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Congress' power to abrogate sovereign immunity under the Patent and
Copyright Clause, but not the Commerce Clause, is a question for others to
ponder. Nonetheless, where states have no power to act,275 and whenever
state autonomy or "state sovereignty does not limit national authority to
impose certain obligations on the states-for example, to prohibit them from
infringing people's patents or copyrights.. .- then what independent value
of federalism is served by inserting sovereign immunity as an additional
barrier to effective enforcement of these obligations?" '276

Turning to Congress' power under the Fourteenth Amendment,
"appropriate" legislation pursuant to the Enforcement Clause of the
Fourteenth Amendment can abrogate state sovereignty. The question is
what constitutes "appropriate" legislation. The Court addressed the scope of
Section Five in City of Boerne v. Flores." ' "There must be a congruence and
proportionality between the injury to be prevented or remedied and the
means adopted to that end."'278 To exercise the remedial powers of Section
Five, Congress must "identify conduct transgressing the Fourteenth
Amendment's substantive provisions, and must tailor its legislative scheme
to remedying or preventing such conduct." '279 In the case of the Patent
Remedy Act, the underlying conduct at issue is state infringement of patents
and the use of sovereign immunity to deny patent owners compensation. 8'
The Court concluded, "Congress identified no pattern of patent infringement
by the States, let alone a pattern of constitutional violations."2 ' Rather, the
legislative history indicated that "states are willing and able to respect patent
rights" and that Congress did "not have any evidence of massive or
widespread violation of patent laws by the States either with or without this
State immunity." 82 Based on this lack of evidence, and determining that

275. Arguably, under the Constitution itself, states have no power to issue patents, copyrights and
the like, as the Patent and Copyright Clause gives Congress the power to secure "for limited Times
to Authors and Inventors the exclusive Right to their respective Writings and Discoveries." U.S.
CONST. art. I, § 8, cl. 8 (emphasis added). For this to be an exclusive right, it has to be solely
Congress' to grant. By contrast, the Interstate Commerce Clause does not have any explicit mention
of exclusivity. See U.S. CONST. art. I, § 8, cl. 3. The "exclusivity" has arisen from the so-called
"dormant Commerce Clause" jurisprudence of the Supreme Court. See, e.g., Gibbons v. Ogden, 22
U.S. (9 Wheat.) 1 (1824); Cooley v. Bd. of Wardens, 53 U.S. (12 How.) 299 (1851); City of
Philadelphia v. New Jersey, 437 U.S. 617 (1978). Thus, perhaps the text of the two sources of
congressional power suggests the basis for a principled distinction - but that is a matter for others to
consider.

276. David L. Shapiro, The 1999 Trilogy: What is Good Federalism?, 31 RUTGERS L.J. 753, 754-
55 (2000). Professor Shapiro responds to his rhetorical question: "The answer, I believe, is none,
and indeed a contrary answer strikes me as incompatible with the basic notion not only of a
government of law but of a government under law." Id. at 755.

277. 521 U.S. 507 (1997).
278. Id. at 520.
279. Fla. Prepaid Postsecondary Educ. Expense Bd. v. College Sav. Bank, 527 U.S. 627, 639

(1999).
280. See id.

281. Id.

282. Id.
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Congress only viewed state remedies to infringement "less convenient than
federal remedies" rather than "constitutionally inadequate," '283 the Court
found that the Patent Remedy Act did not "respond to a history of
'widespread and persisting deprivation of constitutional rights' of the sort
congress has faced in enacting proper prophylactic § 5 legislation."2" As the
provisions could not be understood as remedial, they could not be
sustained.28 Further, even if they were remedial, the scope of the Act was
too broad - as the scope of infringement reaches negligent and induced
infringement, regardless of intent. 86 Such actions do not "deprive" a person
of "property within the meaning of the Due Process Clause."2"7 Thus, the
upshot of Florida Prepaid is that some states will be able to infringe patent
rights with impunity until it rises to a level deserving of "remedial" action
by Congress. Even then, patent holders may have to settle for a state forum,
despite the interests in uniformity that led to the creation of the United States
Court of Appeals for the Federal Circuit. 8 Finally, states can never be
forced to comply with the entirety of the patent laws as not all statutory acts
of infringement would rise to the level of constitutional violations if
committed by a state. Make no mistake, Florida Prepaid cuts deep into the
heart of patent protection against state infringers.

The Florida Prepaid decision on the Patent Remedy Act has already
spawned progeny. Chavez v. Arte Publico Press,289 which involved
Congress' attempt to abrogate state sovereign immunity for copyright
infringement and violations of the Lanham Act, 290 was considered no fewer
than three times by a panel of the Fifth Circuit due to remands from the
United States Supreme Court following Seminole Tribe, and from the en
banc Fifth Circuit following Florida Prepaid.9' Ultimately, the IP owner
lost.

283. Id. at 644.
284. Id. at 645.
285. See id. at 646-48.
286. See id. at 644-45.
287. Id.
288. See id. at 652-53 (Stevens, J., dissenting).
289. 204 F.3d 601 (5th Cir. 2000) [hereinafter Chavez III].
290. Copyright Remedy Clarification Act, 17 U.S.C. §§ 501, 511 (2000); Trademark Remedy

Clarification Act, 15 U.S.C. §§ 1122, 1125(a) (2000).
291. Another panel of the Fifth Circuit summarily applied the Supreme Court's decision in

Florida Prepaid to the Copyright Remedy Clarification Act and affirmed the judgment of the district
court that the lawsuit against the state could not be sustained in light of Florida Prepaid. See
Rodriguez v. Texas Comm'n on the Arts, 199 F.3d 279 (5th Cir. 2000) (noting that the language and
reasoning in the Copyright Remedy Clarification Act was nearly identical to that in the Patent
Remedy Act).



The plaintiff in Chavez sued the University of Houston for infringing
her copyright by continuing to publish her book without her consent.
Although this was clearly a violation of a property interest,292 the court held a
cause of action in federal court could not be justified pursuant to Section
Five of the Fourteenth Amendment. Despite the fact that the legislative
history for the Copyright Remedy Clarification Act documented "a few
more instances of copyright infringement than the [Patent Remedy Act]
legislative history did of patent violations" the Fifth Circuit found that the
Copyright Remedy "exhibit[ed] similar deficiencies." '293 There was no
"evidence of a pattern of unremedied copyright infringement by the States;"
rather, "Congress worried principally about the potential for future abuse." '294

Like the Florida Prepaid Court, the Chavez court also noted that Congress
"barely considered the availability of state remedies for infringement." 29

Further, the Chavez court observed, "Congress rejected the idea of granting
state courts concurrent jurisdiction over copyright cases."296 As in Florida
Prepaid, the Court found the scope of copyright infringement to be broader
than what would be constitutional violations, because "[c]opyright
infringement actions, like those for patent infringement, ordinarily require
no showing of intent to infringe." ' Thus, we see the scope of Florida
Prepaid covers both patents and copyrights, leaving holders of these
property rights, conferred pursuant to the United States Constitution, with no
remedy save that which a state might choose to give it-assuming that such
a remedy is not preempted by the exclusive federal jurisdiction provisions of
patent and copyright laws-and certainly no guarantee of the rights
expressly conferred by Congress. The irony is that in rejecting arguments
that Congress was responding to concerns over the potential for future abuse
by the states, these decisions may usher in such abuse at a time when such
property rights are becoming increasingly central to innovation and the
economy.2 Given these courts' rejection of the findings of fact by Congress
in both the Patent and Copyright Remedy Clarification Acts, and similar
rejections of fact-finding in cases such as United States v. Morrison,"' it is

292. See Chavez v. Arte Publico Press, 157 F.3d 282, 288 (1998) [hereinafter Chavez 11].
293. Chavez 111, 204 F.3d at 605.
294. Id. at 606.
295. Id.
296. Id. at 607.
297. Id. (emphasis added).
298. See, e.g., sources cited supra note 7.
299. 529 U.S. 598 (2000) (holding the Violence Against Women Act to be beyond the scope of

Congress' Commerce Clause power and beyond the scope of its Enforcement Clause remedial
powers under the Fourteenth Amendment, notwithstanding extensive findings of fact documenting
constitutional violations in at least twenty-one states and pervasive gender-based stereotypes
hampering state legal systems, sometimes constitutionally so).
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hard to imagine the scope and the extent of infringement of intellectual
property rights by the states that must occur before Congress can permissibly
respond.

B. Limits on Congress' Power to Protect Other IP From State Infringement

Florida Prepaid and Chavez represent failed attempts to regulate state
infringement of well-established intellectual property rights: patent and
copyright. There Congress had exceeded its power under Section Five of the
Fourteenth Amendment because the remedy was not congruent and
proportional to the alleged harm. However, following from City of
Boerne,3°° there must not only be congruence, but Congress can only be
protecting a constitutional right as defined by the Supreme Court. Congress'
remedial power is designed to enforce the provisions of the Fourteenth
Amendment, not to "decree the substance of the Fourteenth Amendment's
restrictions on the States." °' Thus, in Boerne, the Religious Freedom and
Restoration Act was unconstitutional as applied to the states, because it
imposed obligations on the states that the Free Exercise Clause (incorporated
through the Fourteenth Amendment) did not require.3"2 Similarly, in creating
an intellectual property rights enforceable against the states pursuant to the
Fourteenth Amendment, Congress is limited to creating a "property right"
that is protected by the Due Process Clause.

The Trademark Remedy Clarification Act ("TRCA") subjected states to
suits brought under the Lanham Act for false and misleading advertising and
misrepresentation, as well as misappropriation. ' Thus, in College Savings
the question was whether that provision was a constitutionally permissible
abrogation of state sovereign immunity or did it reach beyond the
constitutional definition of "property.'"  The plaintiff in College Savings
argued that Congress enacted the TRCA to protect two (intellectual)
property rights: "(1) a right to be free from a business competitor's false
advertising about its own product, and (2) a more generalized right to be
secure in one's business interests."3 °5 However, the Court, per Justice Scalia,
rejected them, concluding, "Neither of these qualifies as a property right

300. 521 U.S. 507 (1997).
301. Id. at 508.
302. Id.
303. 15 U.S.C. § 1125(a) (2000).
304. See Coll. Sav. Bank v. Fla. Prepaid Postsecondary Educ. Expense Bd. 527 U.S. 666, 667

(1999).
305. Id. at 672.



protected by the Due Process Clause."3" Rather, the Court described what
would qualify as a property right:

The hallmark of a protected property interest is the right to exclude
others. That is "one of the most essential sticks in the bundle of
rights that are commonly characterized as property." Kaiser Aetna
v. United States, 444 U.S. 164, 176 (1979). That is why the right
that we all possess to use the public lands is not the "property" right
of anyone-hence the sardonic maxim, explaining what economists
call the "tragedy of the commons," res publica, res nullius. The
Lanham Act may well contain provisions that protect
constitutionally cognizable property interests-notably, its
provisions dealing with infringement of trademarks, which are the
"property" of the owner because he can exclude others from using
them. See, e.g., K mart Corp. v. Cartier, Inc., 485 U.S. 176, 185-
186 (1988) ("Trademark law, like contract law, confers private
rights, which are themselves rights of exclusion. It grants the
trademark owner a bundle of such rights"). The Lanham Act's
false-advertising provisions, however, bear no relationship to any
right to exclude; and Florida Prepaid's alleged misrepresentations
concerning its own products intruded upon no interest over which
petitioner had exclusive dominion."7

As there was "no deprivation of [constitutionally protected] property at
issue,"3"8 the Court found that Congress could not abrogate state sovereign
immunity pursuant to Section Five of the Fourteenth Amendment and did
not reach the proportionality analysis discussed in Part III.A., above.

College Savings thus provides a substantive limitation on Congress'
power to define property rights, and particularly more ephemeral intellectual
property rights, that may be enforced against the states in federal courts.3"
This limitation, focused on the "right to exclude," curtails Congress' ability
to create intellectual property rights. As the intellectual assets become less
like "real property," it becomes harder for Congress to provide protection
against the states. The dissent suggested that Seminole Tribe and its
progeny, such as College Savings, "threaten[] the Nation's ability to enact
economic legislation needed for the future ... .3"0 Justice Stevens, in
dissent, argued that

306. Id. at 673.
307. Id. (footnote omitted).
308. Id.
309. Congress also may not mandate that state courts open their doors to such claims. Alden v.

Maine, 527 U.S. 706 (1999).
310. College Savings, 527 U.S. at 701 (Breyer, J., dissenting).
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The activity of doing business, or the activity of making a profit, is
a form of property. The asset that often appears on a company's
balance sheet as "good will" is the substantial equivalent of that
"activity." It is the same kind of "property" that Congress described
in § 7 of the Sherman Act, 26 Stat. 210 and in § 4 of the Clayton
Act, 38 Stat. 731. A State's deliberate destruction of a going
business is surely a deprivation of property within the meaning of
the Due Process Clause.3"'

Justice Stevens conceptualizes "property" broadly, but even a narrower
definition linked to the "right to exclude" could reach "good will" - in fact,
that is the very value of a trademark. Nearly any right can be recast as a
right to exclude. For example, a prohibition on false advertising can be
thought of as the right to exclude anyone from speaking falsely about your
product. The majority's approach, however, seems to go further than
requiring a right to exclude, but almost a quasi-tangible embodiment. Thus,
when Justice Scalia suggests that we could not have a property right in
public lands, it may be that this is driven not only by the lack of exclusion,
but also the inability to point to a particular piece and say "it is mine." The
majority approach, while setting boundaries on Congress, seems tied to
traditional conceptualizations, which may not fit intellectual property as
technology continues to develop. Justice Breyer feared that the Court's
decision

[w]ill make it more difficult for Congress to create, for example, a
decentralized system of individual private remedies, say a private
remedial system needed to protect intellectual property, including
computer-related educational materials, irrespective of the need for,
or importance of, such a system in a 21" century advanced
economy.3"

Under the majority's approach, various IP rights seem suspect (as
potentially applied to the states). For example, the exclusive right "to
prepare derivative works based on the copyrighted work" 3 is particularly
hard to conceptualize. The scope of what is a "derivative work" is
potentially boundless. Unlike a patent right or the right to reproduce a
copyrighted work, the metes and bounds of the property interest are ill-
defined. A limited, traditional view of property would be hard-pressed to

311. Id. at 693 (Stevens, J., dissenting).
312. Id. at 701-02 (Breyer, J., dissenting).
313. 17 U.S.C. § 106(2) (2000).



embrace this right. Similarly, IP rights set forth in the Visual Artists Rights
Act of 1990,' 4 which include the artist's right to claim authorship of the
work, to prevent the use of her name on works she did not create, and to
prevent the use of her name on works that have been modified or distorted,
as well as limited rights to object to the modification or destruction of their
original works,"5 do not fit traditional American notions of property, or
perhaps the traditional notion of the right to exclude. Were it to be applied
against the states, the objections to the definition of "property" would be
similar to those raised in College Savings. Yet, such rights, commonly
called "moral rights," which encompass protections of the "personality" of
the author/creator, have a rich tradition in continental Europe."6

The Court's reluctance to give "property" a broad definition in many
ways parallels developments in standing doctrine. In Lujan v. Defenders of
Wildlife,3 7 the Court, again per Justice Scalia, rejected standing to challenge
administrative action under the enforcement provisions of the Endangered
Species Act3 ' in part on the grounds that the plaintiffs could not assert a
mere "procedural injury." Rather a direct and personal injury (or imminent
injury) must be shown. Of course, the Court would allow a plaintiff to seek
to enforce a procedural requirement, "the disregard of which could impair a
separate concrete interest of theirs."" 9 In College Savings, the Court is again
looking for a "concrete interest." If the reasoning in Lujan is indeed parallel,
then there is at least one member of the College Savings majority who
should be expected to consider non-traditional property interests created by
Congress. In Lujan, Justice Kennedy concurred and noted, "[W]e must be
sensitive to the articulation of new rights of action that do not have clear
analogs in our common-law tradition.""32 He further suggested, "Congress
has the power to define injuries and articulate chains of causation that will
give rise to a case or controversy where none existed before.""2 ' If this is

314. Id. § 106A.
315. ROBERT P. MERGES, ET AL., INTELLECTUAL PROPERTY IN THE NEW TECHNOLOGICAL AGE

483-86 (2d ed. 2000).
316. id. at 483, 543-48.
317. 504 U.S. 555 (1992).
318. 16 U.S.C. § 1536(a)(2) (2000).
319. Lujan, 504 U.S. at 572.
320. Id. at 580 (Kennedy, J., concurring in part and concurring in judgment). Justice O'Connor,

who dissented in Lujan, might also be sympathetic to such an argument.
321. Id. In the context of standing, one could imagine Congress amending the Endangered

Species Act to read: "Every citizen has a right to preservation of all species throughout the world
against threats to which actions of the United States government contribute in any way. Any citizen
may bring suit in federal court for all appropriate relief for violations of that right." RICHARD H.
FALLON, ET AL., HART AND WECHSLER'S THE FEDERAL COURTS AND THE FEDERAL SYSTEM 172
(4th ed. 1996). Similarly, Congress could give every citizen "a property right" in federally-owned
wetlands, for example. If this right were merely a right to "use" such federal public property, then
Justice Scalia's dicta in College Savings suggests that it would not meet his constitutional definition
of a property right. However, if this right included a right to exclude bulldozers, the case becomes
harder. Given Justice Kennedy's commitment to "be sensitive to the articulation of new rights of
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